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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-3 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In lines 2 and 3 of Claim 1 , it is not clear whether the phrase, "by dewatering a 
pulp in the presence of a cationic polymer containing vinylamine units and a filler to 
obtain an ash content of the paper of 3-40 wt%," is intended to be a claimed method 
step or a pert of the preamble. 

Claim 1 recites "a cationic polymer containing vinylamine units" and "a polymer 
obtained by 20 to 100% of hydrolysis of the total formyl groups in a polymer having at 
least N-vinylformamide as a polymerization component." It is not clear if the two 
polymers are intended to be the same polymer or if they are different polymers. 

In Claim 1 , it is also not clear if titanium oxide and/or calcium carbonate are 
intended to be added to the pulp slurry. It is further not clear whether "a filler" recited in 
line 3 of the claim is intended to be titanium oxide and/or calcium carbonate or if the 
filler is a separate additive from the titanium oxide and/or calcium carbonate. 

Claim 1 also recites "20 to 100% hydrolysis of the total formyl groups." It is not 
clear if the number 20 is intended to be an absolute number or a percentage. A similar 
lack of clarity holds for the recited range "3-40 wt%." 
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Claim 2 recites "component (B)." As discussed in the immediately preceding 
paragraph, it is not clear whether or not the titanium oxide and/or calcium carbonate 
recited following (B) in Claim 1 is/are added to the pulp slurry. 

Claim 3 depends from and inherits the indefiniteness of Claim 1 . 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3 are rejected under 35 U.S.C. 103(a) as unpatentable over Lai et a! 
(EP-331047 A). 

Lai et al discloses a papermaking process comprising the addition of a polymer 
containing vinylamine units to a pulp stock containing titanium dioxide (Ti02) as a 
retention aid (fixing agent for the Ti02), and draining, or dewatering, the pulp to make 
paper. The polymer is made by hydrolyzing from 10% to greater than 99% of the formyl 
groups in a polymer containing N-vinylformamide units. In an example, paper is made 
from a pulp stock, to which has been added 10% Ti02 and 0.01% to 0.05% of the 
polyvinylamine polymer, each based on the weight of the fiber (Abs; p 3, lines 30-42 
and 55-58; p 4, lines 1-4; p 5, lines 2-6 and 44-56; p 8, lines 19-35, Example 12). 
Making paper inherently involves dewatering the pulp. The ratios of polyvinylamine 



Application/Control Number: 1 0/581 ,459 Page 4 

Art Unit: 1791 

polymer/ Ti02 for the above additions are 0.001 and 0.005, or 0.1/100 and 0.5/100, 
which lie within the claimed range. 

Lai et al discloses a cationic hydrolyzed polymer containing where acid 
hydrolysis is used (p 5, lines 24-39). 

Lai et al does not disclose the ash content of the paper. However, it would have 
been obvious to one of ordinary skill in the art to retain the majority of the Ti02 added 
and thus obtain an ash content in the claimed range. 

Lai et al does not disclose the end use of paper made by the process. Absent 
convincing evidence of unobvious results, it would have been obvious to one of ordinary 
skill in the art to use the paper as a base paper for making any kind of paper, including 
the claimed products. 

Claims 1-3 are rejected under 35 U.S.C. 103(a) as unpatentable over Hartmann 
et al (5008321) in view of Utecht et al (6184310) and as evidenced by Lai et al. 

Hartmann et al discloses an example (Example 25) of a papermaking process 
comprising forming a pulp stock comprising 67% pulp and 33% kaolin filler, adding a 
polymer made in Example 1 , which is made by hydrolyzing 30% of the formyl groups in 
a polymer containing N-vinylformamide units to vinylamine units, to the pulp stock as a 
retention aid (fixing agent for the filler), and making paper. Making paper inherently 
involves dewatering the pulp. The polymer is added in the amount of 500 g/ton of 
paper, or about 0.05% by weight of the pulp. In the example, the ash retention was 
55.2%, which is about 18.2% of the paper. The ratio of polymer to filler in the example 
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is 0.0015, or 0.15/100, wliicli lies witliin the claimed range (Abs; col 10, lines 1 1-55, 
Example 1; col 16, lines 16-39, Example 25). More generally, Hartmann et al discloses 
that the polymers are from 5% to 100% hydrolyzed (col 7, lines 39-67). 

Hartmann et al does not disclose a cationic polymer. Hartmann et al does 
disclose that the hydrolysis can be carried out in the presence of an acid (Abs; col 2, 
lines 30-32) and, in the above Example 1, acid hydrolysis is used, which results in a 
cationic polymer (see Lai et al p 5, lines 24-39 if evidence is needed). 

Hartmann et al does not disclose a calcium carbonate or titanium dioxide filler. 

Utecht et al discloses polymers containing vinylamine units made by hydrolyzing 
from 0.1% to 100% of theformyl groups in a polymer containing N-vinylformamide units. 
The polymers are used as retention and drainage aids and as fixatives for making all 
known paper, paperboard and cardboard grades by adding them to the stock from 
0.01% to 0.1% by weight. Suitable fillers used in making papers are clay, chalk 
(calcium carbonate), titanium dioxide and kaolin (Abs; col 3, line 62 to col 4, line 4; col 
6, line 56 to col 7, line 4; col 7, lines 14-18). 

The art of Hartmann et al, Utecht et al and the instant invention is analogous as 
pertaining to making paper comprising fillers and vinylamine containing polymers. It 
would have been obvious to one of ordinary skill in the art to use the claimed fillers in 
the process and paper of Hartmann et al in view of Utecht et al as functionally 
equivalent fillers well known in the art and to have a reasonable expectation of success. 
Retaining most of the filler in the paper and obtaining an ash content in the claimed 
range would also have been obvious. 
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Hartmann et al does not disclose the end use of paper made by the process. 
Absent convincing evidence of unobvious results, it would have been obvious to one of 
ordinary skill in the art to use the paper as a base paper for making any kind of paper, 
including the claimed products. 

Claim 3 is also rejected under 35 U.S.C. 103(a) as unpatentable over Lai et al in 
view of Takashata et al (3933558), Snow et al (5830318) or Koichi et al (JP-09-217292, 
machine translation used and included with the Office Action). 

The disclosure of Lai et al is used as above. Lai et al does not disclose the kinds 
of paper made. 

Takashata et al discloses a laminated decorative sheet (construction material) 
comprising a base paper loaded with titanium-oxide or other filler to impart desired color 
or opacity (Abs; col 3, lines 22-32). 

Snow et al discloses a cigarette tipping paper comprising from 20% to 40% by 
weight of calcium carbonate to impart opacity (Abs; col 3, lines 38-40). 

Koichi et al discloses a filled paper comprising from 5 to 35 parts (based on 100 
parts bone dry weight) by weight of a mixture of calcium carbonate and titanium dioxide 
to impart opacity and whiteness. The papers made include India paper (Abs; pars 
0001,0002 and 0018). 

The art of Lai et al, Takashata et al. Snow et al, Koichi et al and the instant 
invention is analogous as pertaining to papers containing calcium carbonate and/or 
titanium dioxide. It would have been obvious to one of ordinary skill in the art to make a 
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base paper for the claimed paper products using the process of Lai et al in view of 
Takashata et al, Snow et al or Koichi et al to obtain the opacity needed for the products. 

Claims 3 is also rejected under 35 U.S.C. 103(a) as unpatentable over Hartmann 
et al In view of Utecht et al and further in view of Takashata et al. Snow et al or Koichi et 
al. 

The disclosures of Hartmann et al and Utecht et al are used as above. Hartmann 
et al and Utecht et al do not disclose the kinds of paper made. Utecht et al does 
disclose that any known grade of paper can be made using the polymers. 

The art of Takashata et al. Snow et al and Koichi et al is used as above. 

The art of Hartmann et al, Utecht et al, Takashata et al. Snow et al, Koichi et al 
and the instant invention is analogous as pertaining to papers containing inorganic 
fillers. It would have been obvious to one of ordinary skill in the art to make a base 
paper for the claimed paper products using the process of Hartmann et al in view of 
Utecht et al and further in view of Takashata et al. Snow et al or Koichi et al to obtain 
the opacity needed for the products. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DENNIS CORDRAY whose telephone number is 
(571)272-8244. The examiner can normally be reached on M - F, 7:30 -4:00 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Steven P. Griffin/ 

Supervisory Patent Examiner, Art 

Unit 1791 

/Dennis Cordray/ 
Examiner, Art Unit 1791 



